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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments with respect to claims 1-10 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 102 

(e) The invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1 ,5-8,10, are rejected under 35 U.S.C. 102(e) as being anticipated by 
Mizikovsky et al. (hereinafter Mizikovsky) [61 1 1955). 

Regarding claims 1,10, Mizikovsky discloses a method for distributing keys to 
subscribers in digital mobile radio networks, comprising the steps of: generating the 
keys in a security device provided at the mobile radio network end (col. 2, lines 11-16, 
37-52; col. 3, lines 10-14, the authorization center, located with the network system, 
provides and hence assigns A 13 Keys to the telephone, thus generating a key to be 
combined with the key received from the telephone in order for the phone to be 
authorized to make connections to the network system); requesting at least one key 
from the security device (col. 2, lines 37-47; col. 3, lines 15-20, the telephone makes a 
request for a key to the authorization center); and transmitting the at least one key via 
the mobile radio network to a mobile station terminal of a subscriber based on the 
request, wherein the generated keys are stored in the security device prior to 
transmission (col. 2, lines 6-16, 48-52; col. 3, lines 10-14, 31-39, the AC transmits the 
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key stored within its center, located in the network system, to the telephone station, and 
is transmitted prior to providing services to the telephone station); the requesting step is 
performed by the subscriber (col. 2, lines 37-47; col. 3, lines 15-30, the telephone 
.makes the request); the transmitted key is allocated to the subscribe (col. 2, lines 6-16, 
48-52; col. 3, lines 10-14, 31-39, the AC transmits the key stored within its center, 
located in the network system, to the telephone station, and is transmitted prior to 
providing services to the telephone station); and the transmitted key is stored in the 
terminal and/or in a subscriber identity module (SIM) in the mobile station (col. 3, lines 
10-48). 

Regarding claim 5, Mizikovsky discloses the method wherein the key is 
transmitted via a traffic channel in the mobile radio network (col. 2, lines 48-52; col. 3, 
lines 10-49; col. 4, lines 23-60, the encryption is canalized through channelization within- 
the network system). 

Regarding claim 6, Mizikovsky discloses wherein the key is transmitted in the 
form short message (SM) via a signaling channel in the mobile radio network (col. 2, 
lines 48-52; col. 3, lines 10-49; col. 4, lines 23-60). 

Regarding claim 7, Mizikovsky discloses wherein when the key is requested, the 
subscriber's authorization is checked by evaluating a mobile subscriber telephone 
number (MSISDN) for the subscriber (col. 2, lines 6-16, 48-52; col. 3, lines 10-14, 31- 
39). 

Regarding claim 8, Mizikovsky discloses wherein the security device sends the 
key, which is, transmitted to the subscriber to one or more added value service nodes 
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(col. 2, lines 6-16, 48-52; col. 3, lines 10-14, 31-39, the AC transmits the key stored 
within its center, located in the network system, to the telephone station, and is 
transmitted prior to providing services to the telephone stations). 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 2-4, 9, are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mizikovsky et al. (hereinafter Mizikovsky) [61 1 1955) in view of Owens et al. (hereinafter 
Owens) [6,338,140]. 

Regarding claim 2, Mizikovsky fails to disclose a SIM application toolkit (SAT) 
application set up in the SIM in the mobile station, wherein the SAT application carries 
out additional end-to-end encryption of the key transmitted between the mobile station 
and the security device. However, Owens teaches in an analogous art, authorization 
means in order to allow a mobile phone to acquire services from a network system (col. 

3. lines 25-49). Furthermore, it is inherent as evidenced by the fact that one of ordinary 
skill in the art would have recognized that GSM SIM cards contain all the information 
about the end user. This personal information allows security-related functions and 
identity verification to be carried out, which is essential for secure electronic commerce, 
and which is supported by many mobile operators who are providing SIM Tool Kit 
application over their network for customers. Therefore, it would have been obvious to 
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one of ordinary skill in the art at the time of invention to include encryption means for the 
purpose of providing security codes for making communications to a system in order to 
keep secret connections and avoid illegal use of communication with network system. 

Regarding claim 3, the combination of Mizikovsky and Owens discloses wherein 
before using the SAT application, the subscriber is identified to the SIM by entering a 
personal identification number, PIN, (Owens, col. 7, lines 32-45). 

Regarding claim 4, Mizikovsky fails to disclose wherein the transmitted key is 
stored in a protected memory area in the SIM. 

However, Owens teaches in an analogous art, storage means in order to store 
secret codes for allowing the user to communicate with the network system securely 
(col. 9, lines 27-54; col. 10, lines 10, lines 39-64). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of invention to include encryption means for the purpose of providing security 
codes for making communications to a system in order to keep the connections secretly 
and securely and to avoid illegal use of communication with network system. 

Regarding claim 9, Mizikovsky discloses a method for distributing keys to 
subscribers in digital mobile radio networks, comprising the steps generating the keys in 
a security device provided at the mobile radio network end (col. 2, lines 11-16, 37-52; 
col. 3, lines 10-14, the authorization center, located with the network system, provides 
and hence assigns A13 Keys to the telephone, thus generating a key to be combined 
with the key received from the telephone in order for the phone to be authorized to 
make connections to the network system); requesting at least one key from the security 
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device (col. 2, lines 37-47; col. 3, lines 15-20, the telephone makes a request for a key 
to the authorization center); transmitting the at least one key via the mobile radio 
network to a mobile station or a terminal of a subscriber based on the request (col. 2, 
lines 6-16, 48-52; col. 3, lines 10-14, 31-39, the AC transmits the key stored within its 
center, located in the network system, to the telephone station, and is transmitted prior 
to providing services to the telephone station); the generated keys are stored in the 
security device prior to transmission (col. 2, lines 6-16, 48-52; col. 3, lines 10-14, 31-39, 
the AC transmits the key stored within its center, located in the network system, to the 
telephone station, and is transmitted prior to providing services to the telephone 
station); the requesting step is performed by the subscriber (col. 2, lines 37-47; col. 3, 
lines 15-30, the telephone , makes the request); the transmitted key is allocated to the 
subscribe (col. 2, lines 6-16, 48-52; col. 3, lines 10-14, 31-39, the AC transmits the key 
stored within its center, located in the network system, to the telephone station, and is 
transmitted prior to providing services to the telephone station); and the transmitted key 
is stored in the terminal and/or in a subscriber identity module (SIM) in the mobile 
station (col. 3, lines 10-48). 

Mizikovsky fails to disclose and setting up a SIM application toolkit (SAT) 
application in the SIM in the mobile station, wherein the SAT application carries out 
additional end-to-end encryption of the key transmitted between the mobile station and 
the security device. 

However, Owens teaches in an analogous art, authorization means in order to 
allow a mobile phone to acquire services from a network system (col. 3, lines 25-49). 
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Furthermore, it is inherent as evidenced by the fact that one of ordinary skill in the art 
would have recognized that GSM SIM cards contain all the information about the end 
user. This personal information allows security-related functions and identity 
verification to be carried out, which is essential for secure electronic commerce, and 
which is supported by many mobile operators who are providing SIM Tool Kit 
application over their network for customers. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of invention to include encryption means for the purpose of providing security 
codes for making communications to a system in order to keep secret connections and 
avoid illegal use of communication with network system. 

Conclusion 

3. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Julio R. Perez whose telephone number is (571) 272- 
7846. The examiner can normally be reached on 7:00 - 4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph H. Feild can be reached on (571) 272- 4090. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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